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1.0 INTRODUCTION

In today’s global economy, the licensing of intellectual property (IP) is almost inevitable.
It has become an integral part of business in nearly every industry, particularly in high
technology sectors where capitalisation of intellectual assets seems to be the way
forward to stay ahead in a dynamic and competitive business environment.

As more businesses today become involved in some form of licensing transaction, it is
crucial for businesses, especially for small and medium enterprises to understand the
basic concepts of licensing to be able to capitalise on their IPs to achieve their business
goals.

This booklet aims to provide a general introduction to licensing and address some of the
common matters one needs to take into consideration in negotiating a licensing deal.
This booklet is intended only as a basic guide and is not, in any way, a substitute for
professional advice.

2.0 BASIC FACTS
21 What is a licence?

According to the Oxford Advanced Learner’s dictionary, the noun “licence”
means an official document that shows that permission has been given to do,
own or use something, whereas the definition of the verb “license” is, to give
somebody official permission to do, own, or use something .

Likewise, in the context of IP, licence means a right or an authorisation given by
the owner of an IP to someone else to use its IP, which would without a licence
be unlawful. The rights under a licence are usually granted for a specific purpose,
under certain agreed terms and conditions.

The person or entity granting the licence is known as the licensor while the
receiver or user of the licence is called the licensee.

Licensing transactions can broadly be divided into two categories -

e Outbound licensing (also referred as “licensing out” or “out-licensing”);
and
¢ Inbound licensing (also referred as “licensing in” or “in-licensing”).

The term “outbound licensing” or “out-licensing”, refers to granting a licence to
another party to use your IP whereas "inbound licensing” or “in-licensing” means
obtaining a licence from another party, to use its IP for your own use.

Under an outbound transaction, when a party licenses out its IP to someone, said
party assumes the role of licensor. Conversely, in an inbound deal, when a party
licenses in an IP owned by somebody else the role becomes reversed and said
party now takes on the role of licensee.
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2.2 What is a licensing agreement?

A licensing or licence agreement is basically a legally binding contract between a
licensor and a licensee, by which the licensor gives the licensee certain rights or
permission for the use of its IP, which would not otherwise be available to the
licensee.

2.3 What may be licensed?
Broadly speaking, anything that one owns or has rights to may be licensed.

In terms of technology licensing, the IP rights protecting the technology, for
example, patents, industrial designs, know-how, trade secrets etc. would typically
be the subject matter of a licence.

24  Who may licence?

The owner of the IP has the right to license to an interested party or multiple
parties.

In some cases, the owner may grant a licence to a main or master licensee,
giving him sub-licensing rights. With such rights, the master licensee in turn,
grants further licences, which are referred to as sub-licenses, to other interested
parties. The parties receiving the sub-licences are known as sub-licensees.

25 Who may obtain or use a licence?

Any interested party, either an individual or a company, may approach the owner
of an IP to obtain a licence to use the same.

2.6 Difference between Licence and Assignment

Assignment, in IP terms, means sale. It is basically an outright transfer of
ownership of the rights of the owner of an IP, i.e. the assignor, to another person
or entity, i.e. the assignee, for a sum of consideration. This means that, in an
assignment, the assignor, i.e. the seller, relinquishes the title to the IP while the
assignee, i.e. the buyer, acquires the title and becomes the new owner of the IP.

A licence, as opposed to an assignment, does not involve any transfer of
ownership. In licensing, the owner retains its ownership of the IP. The licensee is
only given an authorization to use the IP, usually in return for some
consideration, within certain stipulated terms and conditions.

Further, a licence is revocable but an assignment is not.

For a better understanding of the difference between the two, let us take the
example of a tangible property such as a house.
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The sale of a house is similar to an assignment of an IP in that the ownership of
the property is transferred from the owner to the buyer in return for an agreed
price. Upon sale, the buyer becomes the new owner of the property, just like in
an assignment.

Renting a property such as a house, on the other hand, is similar to licensing an
IP. When a house is rented by the owner to a tenant, usually for a fixed period of
time, the tenant is obliged to pay a rental to the owner for the duration of his
occupation. Here, the ownership of the house is not transferred to the tenant.
The house remains the property of the owner. Similarly, in licensing, the
ownership of the IP remains with the licensor.

3.0 TYPES OF LICENCES

Basically, there are three types of licences, categorised according to the degree of
exclusivity of rights granted under each type. They are:

Exclusive licence;
¢ Non-exclusive licence; and
Sole licence

31 Exclusive licence

An exclusive licence is one where the licensee is the only one that is granted
rights by the licensor. An exclusive licence not only disallows the licensor to
license the same rights to any other party, it also excludes the licensor from
using its rights. Essentially, an exclusive licence allows only one party to exploit
the IP, namely the exclusive licensee.

3.2 Non-exclusive licence

A non-exclusive licence means that the rights granted by the licensor to the
licensee may also be granted to other parties. In other words, a non-exclusive
licence does not exclude the possibility of the licensor granting further licences to
other parties, that is to say that the licensor may license the same rights to more
than one party.

This type of licence is appropriate in situations where the licensor intends to offer
licences to multiple parties. One common example of a non-exclusive licence is a
computer software licence where numerous users are granted licences for use of
the software.

3.3 Sole licence

A sole licence is the same as an exclusive licence with the exception that the
licensor retains its rights to use the IP. This means that, for a sole licence, both
the sole licensee and the licensor have the rights to use the IP.
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4.0 ADVANTAGES OF LICENSING
41 Why license?

Licensing, in general, can benefit both the licensor and the licensee. Amongst the
many advantages of licensing are:

¢ Revenue generation
Licensing often serves as a revenue generation tool for the licensor.
¢ Risk minimization

The burden of the risk involved in commercialisation through a licensing
arrangement is shared by both parties, and thus, minimised.

In the case of the licensor, its risk is minimised by licensing its IP to a third
party who has the expertise to commercialise the product, instead of
attempting to undertake the commercialisation itself, especially if it lacks the
necessary expertise and resources.

Similarly for the licensee, its risk could be minimised by licensing in readily
available technology with a proven track record, instead of investing in its
own R&D to develop the same.

¢ Reduction in costs

For the licensor, licensing of its IP, will expand its business and generate
income while saving on capital expenditure as it need not invest in any
equipment or machinery to carry out the commercialisation aspect.

Similarly for the licensee, its R&D costs may be reduced by licensing in new
innovative technologies, which are often accessible at a lower cost as
compared to developing them in-house.

o Immediate access to new technologies

Many entities, especially small companies, do not possess the necessary
resources or capacity to conduct its own R&D for technological
advancements. For such companies, licensing provides a pathway to access
new technologies.

Larger companies with ample resources meanwhile may resort to licensing to
gain a competitive advantage and remain ahead of competitors. Trying to
reproduce the same in-house, may not only be time-consuming but the
attempt may not necessarily be successful.

The mechanism of licensing thus offers not just an immediate access to new
technologies but also a cost effective option.
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¢ Means of avoiding costly legal action

The licensor, through licensing to a potential infringer, may avoid a costly
legal action while at the same time also profiting from its licensing revenue.
This arrangement may also minimize the risk of the validity of its IP being
challenged by the potential infringer, which would often be the defence of the
infringing party in an IP infringement trial.

¢ Broad field of contacts

A licensor may also benefit from the broad field of contacts and networks of
the licensee to find new markets, either for commercial exploitation of its
other technologies or other collaborative opportunities.

Likewise, the licensee is also able to capitalise on the licensor’s contacts for
access to different types of technologies or even opportunities for joint
ventures.

o Competitive advantage

By having access to new or additional expertise through the licensor, the
licensee is able to leverage on the same to gain a competitive edge over its
business rivals. Also, via transfer of technology arrangements from the
licensor to the licensee, the licensee’s technical knowledge and
competencies can be enhanced.

e Access to new markets

Licensing is one effective way to gain access to new markets, which would
otherwise be inaccessible to the licensor. For instance, by granting a licence
to a foreign licensee with wide marketing and distribution channels, the
licensor is able to enter new markets which could not have been penetrated
by the licensor itself.

e Collaboration opportunities

Licensing also helps initiate and establish new relationships and creates
collaboration opportunities for companies or individuals, to work together. The
parties can leverage on their different strengths and expertise, towards
development of new products or enhancements of existing versions. Both the
licensors and licensees benefit from such ventures.

With the right licensing strategies, winning partnerships can be built.
e Retain control of IP

By way of licensing, the licensor is also able to retain some control of its IP.
This is in contrast with an assignment, where the owner loses control of the
same.
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5.0 PREPARING TO NEGOTIATE A LICENCE AGREEMENT

As in any business transaction, a licensing deal or agreement should not be concluded
without conducting a due diligence exercise beforehand. It is important to do one at the
early stages of the negotiating process as this gives the parties ample time to resolve
any concerns that may surface.

5.1. Due diligence
e What is a due diligence?
So much has been said about due diligence but what does it mean?

In BusinessDictionary.com (www.businessdictionary.com), the term “due
diligence” in the context of negotiation, is defined as duty of each party to
confirm each other’s expectations and understandings, and to independently
verify the abilities of the other to fulfil the conditions and requirements of the
agreement. It is also called reasonable diligence.

According to the same source, due diligence from an investment perspective,
also means duty of the investor to gather necessary information on actual or
potential risks involved in an investment.

e Who should conduct a due diligence?

The answer to this frequently asked question is quite simple. Both parties
should undertake the necessary due diligence to protect their individual
interests.

e Licensor's considerations

On the part of the licensor, it is a common practice to conduct a due diligence
on the licensee. Usually, the licensor would carry out a background check on
the licensee to ascertain its financial standing or commercial credibility, and
perhaps also, its technical competency or manufacturing capacity and facility,
depending on the requirement of the intended transaction.

A review of the legal position of the company is also crucial in ensuring that it
is free of any legal encumbrances.

Other qualities which a licensor seeks in a potential licensee include its vast
experience and ability to successfully carry out the intended commercial
venture and provide a sound financial return. An assessment of the
company’s track records and business strategies, and also the competency
level of the licensee's key personnel is usually conducted for this purpose.

The reputation of a potential licensee is also of concern to the licensor
because an errant licensee could cause irreparable damage to its reputation
and standing in the market place.
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The licensor also needs to ascertain whether the licensee deals with other
technologies or products which may be in direct competition with that of the
licensor. If there is a conflict of interest, the licensee may not be able to
deliver its best performance as its business focus may be divided.

The information gathered from a due diligence exercise may assist the
licensor in making an informed decision as to whether the licensee will be a
suitable partner for the commercial venture. Otherwise, the licensor may
pursue other potential partners. Choosing the right partner is imperative to
the success of the business.

Another key area of concern for the licensor is the valuation of the subject IP
which should be undertaken at the initial stages to provide the licensor with a
realistic value of the worth of its IP and also the returns it may expect to gain
from the licensing deal. This valuable information may not only serve as a
basis for negotiating a fair and reasonable deal but also prevents the licensor
from ending up with a non-profitable one.

Besides valuation, it is also important that the licensor undertake a review of
its IP portfolio to establish the validity and enforceability of its IP rights which
it intends to licence. There is a possibility that the licensor’s IP could have,
unknowingly to the licensor, lapsed due to some unforeseen circumstances
or improper management. This is highly likely in entities with a huge IP
portfolio and also where there is poor management of the same. An
assessment of the scope and strength of its IP rights is also vital in ensuring
that the licensor grants not more than what it holds.

e Licensee’s considerations

As for the licensee, on its part, it should carry out an independent
investigation and not just rely on the information provided by the licensor.
One critical area of concern for the potential licensee is the ownership of the
IP which is being licensed. The licensee has to ascertain that the company
licensing out its IP has valid rights to the same.

For a registered IP, this may be done through searches of official records or
registers made available by the relevant authorities. Official documents
evidencing the ownership, such as certificates of registration, or extracts from
the records of authorities reflecting any changes, for instance, transfers of
titles, must be sighted and verified.

However for unregistered IP, the process is not so straightforward. The
evidence required varies depending on the nature of such rights. In some
cases, log books, R&D data and publications in prominent and reputable
scientific journals may suffice but occasionally additional sources may be
needed to establish ownership of such rights.
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6.0

Another matter of great concern for the licensee is the status of the IP in
question. The licensee must ensure that the IP in question is still enforceable,
meaning that it has not lapsed or been abandoned, and also, that it is not the
subject of any legal dispute. Further, whether the IP is protected in the
relevant jurisdictions of interest to the licensee, as claimed by the licensor,
must be determined. Determining the scope and strength of the IP is also
critical to the licensee in ensuring that it obtains all that which is necessary for
the performance of its task.

Importance should also be given to the valuation of the subject IP as this will
give the licensee an indication of its technical and monetary value. With such
information, the licensee may be in a better position to negotiate a fair deal.

The extent of a due diligence which needs to be undertaken by each party
will vary and depend greatly on the nature of the transaction and technology
involved.

As due diligence is generally a complex and tedious process, professional
advice and assistance should be solicited. It is best that an expert be
engaged to undertake this critical exercise as the outcome is often significant
and may be the deciding factor in sealing a commercial deal or otherwise.

NEGOTIATING A LICENCE AGREEMENT

It is vital to understand that there is no standard licence or licensing agreement. The
terms of licences vary greatly. Licensing agreements are crafted specifically to suit the
nature of the transaction concerned as each one of them is unique in its own way.

Various factors need to be considered when negotiating a licensing deal, more so a deal
concerning technology.

The golden rule in negotiating a successful licence agreement is to aim for a win-win
outcome. Given the parties’ reliance on each other to extract maximum value and profits
from the commercial venture, licensing should be regarded as a long-term partnership. If
well nurtured, it could develop into a flourishing relationship.

Hence, licensing negotiations and transactions should be handled with due care and
consideration by both parties. The terms of the licence should be negotiated for mutual
benefit.

Also, it is crucial for the licensing agreement to be clear, transparent and have realistic
objectives and expectations. Each party must understand its obligations, the terms and
conditions which have to be met and also the consequences of any non-performance,
amongst others. There should be no room for ambiguity, as this is often the cause for
misinterpretation, which could eventually lead to disputes.
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A successful licensing agreement can not only be profitable but also be satisfying and
rewarding in numerous ways. Predictably, commercial success stemming from such
ventures also plays a large role in boosting the image and reputation of the partners and
the partnership. This is particularly important for new players intending to penetrate a
new and niche market or capture a larger share of the marketplace.

6.1 FACTORS FOR CONSIDERATION

Provided here are some of the factors which should be taken into consideration
when negotiating a licence agreement.

e PARTIES

Although this may be patently obvious to many, it must be emphasised that a
licence agreement should be made between the party which has the rights to
grant the licence and the party which would be exercising the same. It must also
be stressed that the parties entering the agreement will the ones which would be
legally bound by the provisions of the agreement. As such, identification of the
right parties is imperative for this purpose.

Some key questions which need to be asked in this regard are:
o Who are the parties entering into the licence agreement?
o Do they have the legal rights to enter into the agreement

o Who may exercise the rights granted by the licence? Is it limited to the
licensee?

o Are the rights granted under the licence extended to the licensee’s
subsidiary companies or affiliates? If so, what will be the conditions? Is a
sub-licence required?

e SCOPE OF LICENCE

The scope of a licence is one of the most important elements of a licence
agreement as it defines the extent of rights that is being licensed or granted to
the licensee, including restrictions, if any. The scope of the agreement, in
essence, determines what it is that the licensee is given permission to do. In
plain language, it sets out what the licensee can and cannot do.

Licences, generally, can be of a broad or limited scope as intended by the parties
involved. Typically, the licensor will prefer to keep the scope of the licence as
narrow as possible. In contrast, the licensee will seek the opposite i.e. the
broadest scope possible.

It is important to ensure that the scope of grant is not more than what the licensor
owns or holds. The scope needs to be defined and restricted clearly.
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Here are some of the areas which define and determine the scope of the licence:

i. SUBJECT MATTER

It is vital to clearly identify and define the subject matter of the licence. This is
necessary to avoid ambiguity or misinterpretation.

Among the points which need to be considered are:

o What exactly is being licensed? What type of IP rights exist in the subject
matter and which of these are being licensed? Is it just a patent or a
whole bundle of IPs? Is know-how included? Are other related IP such as
a trade mark or an industrial design included? What about copyright
works?

= All the IP rights involved needs to be clearly identified and listed,
and should be made a part of the agreement.

» For registered rights, registration details of the same should be
included, whereas for unregistered rights, it is essential that there
is sufficient detail and description of the rights.

o What specific rights are being granted? What is the licensee allowed to
do with such rights? May it make, use or sell, or offer for sale, or import
the licensed product? Or are the rights confined to just manufacturing?

o What is the licensee restricted from doing with such rights? Is it restricted
from importing the licensed products? Is it restricted from modifying the
licensed product or further developing the same?

ii. FIELD OF USE

The field of use defined imposes a restriction on the scope of the licence.
Points to consider are:

o Are the rights granted for various fields of use or will the same be
restricted to a particular field of use? For example, are the rights confined
to only the healthcare sector or does the same extend to agricultural and
industrial uses as well?

ii. DEGREE OF EXCLUSIVITY

The agreement should expressly indicate the degree of exclusivity of the
rights granted to the licensee, that is, whether the licence is exclusive, non-
exclusive or a sole licence. Even exclusive rights can be restricted according
to geographical areas, period of time or by field of use.

Some points to consider in this area are:
o Is the licence exclusive, non-exclusive or sole?
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o If exclusive, how exclusive? Is it exclusive only within a particular territory
or field of use? Is it exclusive for a specific time?

iv. TERRITORY

The territorial or geographical scope of the licensee’s rights which must be
stated clearly in the agreement. A licensee may be granted exploitation rights
on a worldwide basis or limited to specific geographical areas based on
various factors, such as the type of technology, the licensee’s technical
competency, distribution channels and networks, marketing strength and
market share, etc.

Some questions for consideration are:

o Is the licence granted for worldwide use or is it restricted to a particular
territory?

o What specific rights are granted for which territory?

o Where can the licensee manufacture the licensed products? Are
manufacturing rights granted generally or is it restricted to a specific
territory?

o Where can the licensee sell or market the licensed products? Does the
licensee have marketing and distribution rights for a worldwide market or
is it confined to a limited geographical area?

v. IMPROVEMENTS

The ownership of improvements generated during the term of the licence
agreement is an important issue and must be addressed in the agreement.
The obligations and conditions for entitlement for both parties should be
negotiated and clearly stipulated in the agreement so as to avoid disputes
concerning the matter in the future.

Among the main points to consider are:

o Does the licensee have rights to modify, make improvements or
enhancements or do further developments?

o Who will own the IP in any improvements or enhancements or
developments arising from continuous R&D activities undertaken, either
by the licensee or the licensor, separately on their own, during the tenure
of the licence? What about new IP generated through joint collaboration?

o Will the new IP be wholly owned by the licensor or jointly owned by the
parties on the ratio of contribution of each party? Or will it belong to
whichever party that generated the same?

o Is there any specific obligation for the parties in relation to the
improvements? If so, what are they?
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vi. SUB-LICENSING

It is important to note that sub-licensing rights must be expressly granted.
Therefore, if a licensee is granted sub-licensing rights, it must be clearly
stipulated in the agreement. Generally, sub-licensing rights are subject to
certain terms and conditions. Often, it includes payments to the licensor for
revenue generated through sub-licensing activities.

Factors to consider include:

o Does the licensee have the right to sub-licence to third parties? If so,
does it need to obtain prior consent from the licensor?

o What are the terms and conditions for sub-licensing?

o Is there a sub-licensing fee payable to the licensor? If so, what is the
amount and how is it determined?

e ASSIGNMENT

Usually, the licensee would be prohibited from assigning the licence to a third
party. However, if such option is required by the licensee, the same should be
negotiated and agreed upon and expressly indicated in the agreement. Any
conditions imposed here should also be included.

Factors to consider:

o May the licensee assign the licence to a third party? If so, does it require prior
permission from licensor?

o If permitted, what would be the conditions and circumstances in which the
licensee is permitted to assign the licence?

e MINIMUM PERFORMANCE

This clause is usually included in a licensing agreement to protect the licensor’s
interest. It ensures that the licensor receives a reasonable amount of revenue
from the licensing deal.

Questions to ask include:

o Are there any minimum performance and payment obligations for the
licensee? If so, what are they? Is there a minimum guaranteed royalty
payment? |s there any minimum sales or some other target?

o Are the minimum requirements reasonable? How are they determined?

o What will happen if the target is not met? Will the licence be terminated? Are
there any exceptions?
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e OBLIGATIONS OF THE PARTIES

Each party will have specific obligations and the same must be clearly mentioned
in the agreement.

i. OBLIGATIONS OF THE LICENSOR

Key factors to consider:
o What are the obligations of the licensor?

o Is the licensor required to provide technical support and assistance? If so,
in what manner, period and condition will the same be delivered?

Is it the duty of the licensor to provide technical training for the licensee’s
personnel? If so, for how long? Who will bear the training costs - the
licensor or the licensee?

o Does the licensor need to register, protect and enforce its licensed IP?
Who will bear the costs — the licensor or the licensee?

o How will the licensor deal with a third party IP infringement claim or
validity challenge of its IP?

ii. OBLIGATIONS OF THE LICENSEE

Key factors to consider:

o What are the obligations of the licensee?

o Is there a condition to adhere to certain standards and specifications?

o Is there a requirement to comply with legal and regulatory requirements?
o What is the minimum performance target?

o Is the licensee prohibited from challenging the validity of the licensed IP in
the interest of the licensor? If in the affirmative, is the licensee agreeable
to such obligation?

e INFRINGEMENT

An IP infringement is the violation of the rights of the owner of the IP. It occurs when
a person other than the owner of the IP exploits the owner’s rights without its
consent. It is important to consider and determine how the same will be handled and
which party will be responsible to initiate appropriate actions against the infringer.

Factors for consideration:
o How is an infringement dealt with?
o Which party will be responsible?

o Is the licensee given the right to take action against the infringer? Can it initiate
any action on his own or does he need to obtain consent from the licensor?
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e PROTECTION OF CONFIDENTIAL INFORMATION

Obligations of the parties relating to confidential information during the tenure of the
agreement as well as after its expiry need to be spelled out clearly so that the parties
are clear of their obligations.

Questions to be asked are:

o What are the obligations of the licensor and licensee pertaining to confidentiality
of information?

o What happens to the confidential documentation upon the expiry or termination
of the licence agreement? |s the licensee required to return them to the licensor
or should the same be destroyed?

e FINANCIAL CONSIDERATIONS

This is another critical element of the licensing agreement which addresses
monetary considerations and should be negotiated realistically based on the value of
the licensed IP. If valuation of the IP has been undertaken by the parties prior to the
negotiation, the information obtained would be helpful to reach an agreement or at
least find middle ground.

Factors to consider:

o What is the amount and mode of payment? Will it be a one-time fixed amount or
yearly fees? When will it be paid — on signing the agreement or upon achieving a
particular milestone?

o Will there also be recurring payments in the form of royalties based on sales of
licensed products, for instance? If so, will the royalty be at a fixed rate or will it be
a running royalty? How will it be calculated — based on gross or net sales?
Generally, royalties are computed as a percentage of the total sales revenue. A
running royalty however differs in that it is usually calculated on the basis of the
number of units sold.

o When will the royalty payment start?
o  Will there be any minimum royalty payment? If so, what is the amount?

o What about late payments? Will there be interest charged on late payments? If
so, how much?

o In which currency will the payments be made?

o Is the licensee required to keep an account of its sales? Does the licensor have
the right to audit the licensee’s books? If yes, how often — anytime, monthly,
quarterly, half-yearly or yearly?

e TERM

This clause typically sets out the time period or duration in which the licence will be
effective and enforceable.
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Main considerations include:

o What is the term or duration of the licence? Is it for perpetuity or a fixed period of
time? Or is it for the life of the licensed IP?

o |Ifitis for a fixed period, is there a right to renew or extend the term on expiry of
the initial period? If yes, will the terms and conditions remain the same or will
they be reviewed?

e TERMINATION

The termination clause should spell out clearly under what conditions the licence
agreement may be terminated.

Key questions to be asked are:

o Is there a clear termination clause in the agreement? If so, what are the
conditions for termination? Generally, non-performance and non-payment are
among the usual conditions imposed.

o What will happen after termination or expiry of the licence?

o Are there any provisions which survive termination or expiration? If so, what are
those and for what period of time?

e WARRANTIES

The agreement may contain certain warranties from the licensor, which relate
primarily to the licensed IP. The common ones are on ownership of the licensed IP
and non-infringement of third party rights.

Some key factors to be considered are:

o What will the licensor warrant? It must be stressed here that the licensor should
warrant only what it knows.

o Will the licensor give a warranty that it is the rightful owner of the IP and has
rights to licence the same?

o Will the licensor warrant that the use of the IP will not infringe third party rights?

e GOVERNING LAW
This clause is particularly important if the parties are from different legal jurisdictions.

Key points to consider:
o Which country’s law governs the licence agreement? Is it clearly specified?
o Are both parties agreeable to the choice of law?
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e DISPUTE SETTLEMENT

This part generally gives an indication on the available mechanisms of dispute
settlement between the parties.

Factors to consider:

o How will disputes between the parties, if any, be resolved? What are the
mechanisms available?

o Will the parties consider civil action or alternate dispute resolution procedures,
such as arbitration and mediation? Generally, parties opt for the latter as it is not
only cost effective but also time effective.

e OTHER CONSIDERATIONS

i. Definitions

o To minimise misinterpretation, it is advisable to define the important terms
and include them in the agreement.

ii. Official contact persons

o Who are the official contact persons for each of the parties? Where should
official correspondence or notifications be sent to? The names of the relevant
people and their complete address and contact details should be provided.

The list of factors discussed here is by no means exhaustive. It merely serves as a guide
intended to assist in addressing some of the more common issues that arise and require
careful consideration in negotiating a licensing deal.

7.0 APPENDIX

71 Appendix | — Sample of Licence Agreement

7.2. Appendix Il - Checklist: Matters for Consideration in a Licence Agreement
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APPENDIX |
SAMPLE OF LICENCE AGREEMENT
(courtesy of the World Intellectual Property Organization (WIPO)

Souwrce: Kxiracl of WP Docnment WIFCWTITN Y TT Y0215

WOV M T Y0241 5
AbINLEK L

SAMPLE Pa IENT LICBNSE AGREFRMEST

THI% Agroomely is bovween the Thiiversity of = ] -
A corpowalion beaving o principal place of hoginges lacated a1
MLk nsee™).

TADLLD QT COMTTNTS

1. 2k !
2. DL N0
3. WARRANTY, STTPRERTOR RICHTTS AMD REPRESESTA MY
4. LICCHWSR
5.0 PAYMEMTS ANTI REPORTS
a. COMAION STOCK ASNT? TOTITTY O bR SHL? '
7o CTEREM ARD TCRETSATTON -
LE IMEHANGHMONT Y TIIRD PARTIS
. AN IONEMEMT i
10, PATENT MARRKIMNG !
1 TNOERPFCA I :
12, TISTE QT ~TahME
15,0 CONFTEN AL DS POHARLALLON AMDY FULLICATIORN .
14, PATEMTS AWM IMYEMLTOMNS :
15, ALTEESATLE DISFUNTE BRSO
1o, GEMERAL

SIGHATLRES

RTCTTALS

A Linkversity owns cortain et Rightls and Teehnelmey 12iahes relate o o Licensed
Subicet Matter, wrhich wene develepsd ol The Tiniversiy of (L iversile™ .
H.  Ulniveraity desives oo have the Licesed Subicct Mattcr deveioped and uzed Fir The

heneli of |Licosser, Barensor, Uoiverstiy, aod de public g oullioed in Universioe's
TrteNestual Propery Policy,

. Ticersee wishes tn obtain a liceasc frean University o praclics Ticenszd Subject dmer.
MO, TIMREFOERE, in considortiac of the nrolwal covenenls end premisss horcin
contained, e poclies agres ag follows:

L EFFECTIVE TIATI:

This Apresncnt i clleclive CCEffccrive Do),
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W WY REE YRS
At T1, pappe 2

1. BERTHITIO™SS
A umed in i Agresmen, the fol swing tarms kave the mcaningy sGaed:

1 A" s iy buaineas antif guars 1ha: 5690 cwnod by Licesses, any husimess
antiny whicl ows mere thah 50% of Licenses, or any business colity e is mare hae 505
owwnad by 1 bosiness entity thal ovns o Lhare 3090 a0l dsemsec,

17 “Licenssd Fleld™ mcans

25 "Lieensed Prodwet? nizans any peoduct Sodl by Liverses conaprisfae T consed Yoinjest

felitier mrarsuamE ro this & pregnsng,

24 ULieensed Subjeet MuHer” means inventichs and ditsceseries coverad hy Patent Rigits
et Teehmelagy Biph- wilhinm Lisonsed Figld,

2.5 FLivensed Territnry™ mewms e N
26 "Mel Sulew™ inesie: e pross revenoes recoived by Lizonsee oo e S8ale ol Licenssd
Products bass sales andfor i fuses velually paid, imperl aeddare sperm dutics estually paid.
aulzound transpertation prepaid ar allawed, and ammms allceed or eradited due oo weloeos
{nest Ly execed tha aviginal bilrg oF invaice amaun.
2.7 “Putent Rights™ means Ulereisity’s riglils W mnlomea loz or diseovecios vevered by
Taerts [andiar patent applications|, whether domcslic o foeeign, and all divisiing,
CATRLINLRLICT 8, comtinupiions-in-parh, rai s5ues, LocKantitna ioas oo eslensi v ereof, end any
leslbezrys el Lhal isswe theroon, whigh name s elthes wole ur juint
inventor [CTavente ™ and which ralote te the manntazehers, 1ss or 387 ol

. [delete “andfor patent applications™ i wone ad this Lo

3.8 “Saleor Seld” means Ui lrusfor ar dipesul of a 1icenaed Tredaee for waloe teoa panty
oty tiau Licensce.

28 Teclimology Righis' means Thotversily's vighis in echmical Sfarmntion, know=how,
araceEses, f1ooeduees. composilivan, devices, methods, lmaoles, pertocols, Techoigoes,
sotborase, desipns, deawings of ot realed by ___Alnyeeter ar niversity
bufre the Effzetive Date eelatite to Cwinich ang war cosescd by
Palem Kighls but which gre nacessary for procticinp e irventian covered Ixye Patee Wghts.

I WARRANTY: SIIPERIOR RIGHTS

A1 Txcepl fordhe rights, if any, of the Govermmneat of We Liiled Siales o el Glh ek,
Tlriversily represents avd wanants we belisf that (1) i1 iz the wwovr of the entire tight, Lite, aed
interast in and 10 Licenssd Subject Matter, (i} it has the sode vight o peant Tice wes lhereundsr
and (1) it has mot kewinole aised lHooneey thergunidar ooy ather cotisy that veosld
rsrrick viplus peanted to Livenaes sxeepl as staded hurein,

A% Ligensec underztands thar the Licensed Subject Mallsr may have been dovelapad wnder

s fusding agreemant with the Goverusent ol ihe Urited Sleles uT America ssd, i 5o, thae the
Cirvcenrocat 018y Dave corfain ciglis in relalivn themete. This Agresment iz cxpressly mads
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WIRRINA M TY 023
Annex I, page 3

sbttiect e the Crovernment™s righls cnder any wameement and sig applicable T or negalagion,
If there Ls v conflict berween an agreement, applicable S ee regylation akd U1is Aersemenl,
the termse ol e Cueernmyent agreemcnt, applicable law oo omulation shall prevall.

3.5 Licezssew underslands and ackrnwledaes: tar Chisveesly, by this Agreemcnt, males i
FOPICECRIAION s ‘o Lhe operahilily or fimzas for amy wee, sulely, oflizeoy, ability to obiain
ragulancry apgrovil, puienlobilivy, andior brendil of the Dicvnsed Subjecl siakier. Universirr,
b iz Agrcomans, alsu roakes no representation az to whetlee hens are any patents new held,
or witish will ba held, by wlers or by Tidversity in s Licoosed Field, nor éoss Tmiveresty
ke wny represcutation what the inventlons contained jo Pasont Righli do nod imlrings any
clher puienls thal are new e wild ba Bebd iy olhers ar by Universite.

34 Bivenses, by exeootion herect, actinow] edaes, covenunts snd sgrees that it hos ool been
induced in any way hy University, Systern, Uiiversite or ils eaployees o cnder o this
Arreemient, and Murther warrants apd repeez2ms Dl (i) 0L has exercised suffisient $oe
aliliggine wil's respeel ool e and fssues poclaining o his Avlicle 3 ard all ather watlers
pertaining v this Apreement; g (i) Liconss: Sus alequals knowledgs and cxpertiss, o has
vtilized lenevvledpeable med cxpert consultate, e exereise adeguately th dus diligencs, and
agrees to aceepl all risks infuron| hapedn,

4. LHIENSE

41 Uhaiversifs have e peands Lo Licensee o rayaly-hearing, exclusive license under
Licenzed Subject Macter to mamiwiure, huve mamu factarsd, andhor scil Licens=d Preducty
within Lhu | igensed 'Lerritary for use within Licenssd Ficid, This grant I subiect o the
puymeznl By Liesnace i Ieiversite af all eonsiderution a5 provided hetsit, and is lurlher
suibijeet i Tigh s vedained by Lniversite

4. Tblizh the werernd sciciific Sndings Qo research refaled o |icorsed Subject
Maller aubjecl Lo Lhe éevms nf Seeticn 13, Conlideztial Tnfrmelinm,

b L'se Lizensed Bubject Murns for rescasel, Weashing ard olher educationz Hy=relamd
puracgss,

A2 Lieceses may extend e loena granted heesin e any Atlinee 10he AMRlate consents
o bz boaend by this Aprceaenl by Lhe seme extons pe |Licensas,

43 Lirenscs may glant sublicenses comsisteny with thiz Aprecoment i0Licen see s

vesprm il far the eperations ul i subbcenseess elovan o this Apscemeot as il the
opetations were eannicd cat by Livenses, inciudiag te pryment of poyaliies sheiher o -
peid o Ldguasee By o sublicensee, Ticensee shall doliver to L'uivesily a true and earee? eopy
wl cuch sublicenss wanted by Licensee, and any modifization or terininatiun the reaf, within
30 days aller exeeutdon, modifieation o Tenoiistion. When this Aprcoment is teerninaed, all
existing sublicenses manted by | dcensee hall be wasigned L | ndveraiy,
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WIFCE Y TY 0701 5
Amex [, g 4

i. PAYNDENTE AMDIRTFORTS

5.0 Inconsidaintian of vights arousted by Undvarsily bo Tleanzee wider Lhis Aprecroeeil,
Licengaa sholl por Universiy e Dellowinp:

A, A nonsrctindsale Heonss dosumecota o e i the amaount of § e and
pamable when this Agrecement 3 suecutod by Liconss s

. Ananmpal ligensg refasas foe i the amours of & due and payable on
eyih wnnivezsgry ol the Elielive ate boginming on ks sl amniverssry;

oA ruheing revehy equad w3 ol Mel Sales Sor Licemed Prodocly sodd b |icensee
o] protecied by o valid eladn cluded williin Calenl Rights ** OB ** o running
revaly egqual s % 0! el Bales Do Ticensed Trodaces Soid by Ticensee und
cuvesl by Technoiopy Righls; and

o

A muininmes veasdy ol of § heginning ene sear aftet approval af the
first Sale croodie= foy Sale of m Licensed Product by the Food aad Divapg Adminisieadion
o @ semparablc tercign regnkyos authorite

5% InozoneEdseation of rights peameed By Uiniversiny to Lizengas nindes this Agrcement,
Licenscs fisrthor agrces to pay Liniversity the followieg after the creorion of 0 anbliconsc
herenndar;

g, Within 30 daya ndter the eecenticn ofthe sublizenze, a sublicenss foe of %o ofany
wdwgnew cush payment mede Lo Ligensee in ganshlerabion of thye sublivenss, socefing
Fands puidl v Lizensee Gor research sad developmuenl perposes, or # .
wihichkover I mealer;

b Witin 20 das adlor e eocouticn ol the sublicties, 3 soblivinse e vomsliluling o
cash paomced cdinal to 10% of auny non-cast eonsidaation decceivnd by Licenser Inon
a atbliecnsce, sush consideration w Dclede, witkaut Linilalicn, cquity io olher
companics or cquity investmencs in Liconzee, The value of an squite investment shall
he crlenlptzd am the averags markat walue of fhe slazs of sfock invelvad dor five
aanscaltivg days [Fecoiing the ecxsomion of the subficer so pgrocneent, L coses whets
the sublicense agresment cadls for papmenc o |izensae of @ promdmm ovep the market
valuz, Univereity shall alan share 0% nfthe pegrainm paid o Laccnsee; and

. Ume-halfed dhe pross tevenns wosg by wrymends received on Mer Sales of Lisansed
Proafuols recsived by Ticenseo from any soblicenses,

32 Dwuring thes Tenn af this Aprecrment eend firoone wegr thezey e, Divensee sroes o keep i
varnpoete end aceorade reeirdy ol i and i sublicengees” Seles and el Sales af | dzensed

Produels under The dicense pranlbed in this Aprasment in sulTizien celsil o enable the roprtHcs

bl e herzunder o be determined. Licensse agress @ penms Tnfvessile or i

vopresealslives, al Universiiy's expense, 10 peciodical by sxamine ils kaoks, ledgers and

eeconds during regular business hours loe (e purpose ol ord o the exlenl mecessary B

verification ol iy wport cequircd ander 10 Agreement T1 the emoanls due b Thiversily (e

deterrnined 0 have boon piderpaid, Licensee shall pay die cost of the examiection and

aceruce interesl a1 the highest allovahle rate,
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WP Y25
Az T, pape 5

34 WAEIn 30 duws offer areh 11, Joae 30, Scelewie- 30, ol December 11, beginiag
iramedialely wfler the Fifeorive | nte, Liconscs shall deiivor w University i true und rocorkbc
written repnt, dvém i mo paynents e due Uoiversity, siving T parliculars of Lhe bosiness
eoncdueted by Tleemsee ond its sulliacnseez), 6 s caist, durine the preceding Uiree ealandat
pealteh s tinder this Agsreenuensl g e reloyanl or the caloulation o peveenls hereundar, Uhat
rpart will inedude el heast:

A Hie quantitics of Licesse” Subject Meter that it has prodused;
b the todal Sales;

oo the euleulgfion o woyeltics therees; aed

dothee Gl eyl les compoted sod diee o oniversite,

Sabcwhirscusly with e delvery of sech report, Licensoe shall pay fo Uiversite Qe anwu,
ary, dus woe e period srversd by eech repaorl.

33 0w orbefors cach anniversary af the Tlective Date, wreapective of having 3 s Sale
o7 nfter fon sale, Ticensss sholl deliver W Thivecsity o wrifton roprsss report on Liccnsoes
faed mny smhlicenses 5] effeurs and sccounplishewens daring the proceding vear in diligently
cermmeysializing |iconsed Subject BAamer i Cee Licensed 'Terrilery end Lizensees {ard, it
apolzabile, sublicensce®s) comwinercializrlon plans for L Morthesming year.

26 Al amonees pryable ke diy Licensce shall be pald in Urnited Slotes finds wichn:
deilnutiens o b, rssessments, fras, or shavges oliay kind, Cheeke shull he pagnhle o
[Compotient nane ana eddress|,

57 Livenses shoid reimbuorse Lniversdsy foeall ite agt-of-poelet expenses so Gr ineared in
Oling, prosecoting, enfunzing and maintaining exclusteir Beprsed Fateat Tiolits abd shall
o al? linons cxpeimses for as hong as, o ths countries in whigh, it license relaing exelusive,

& CORMON STOCK: TOUITY WNERESHTE
[T W advise won o comrect an culkkie sounsel with cxpartise 1a carporae ved
sesueibics law hefore complering this oelicle.]

6.1 Tn consideration of the rizhss granted o Llcensee by Unbversity in this Agroement,

Livensse shall, en execution of this Agreemenr, issuc to Universily fully pezid,
i =i abrle shees af ¥ commen stozk (oqualing el all shares al iLs eommon
slack), ul § _par vghig.

52 Lniversily shell nwms Sivestors to serve oo the Boaed of Direcbors ol Ticenses in
proparlion e the member ol sharey held by Univeasity eciative to e wtal number of teszd
shaces, provlded had Univerily shuli always have arlerse one seat on Livesses's Boaed.

B3 Ly akilition, Livenses hershy granbs TTniversity 2 aneevear option, esercisuble u jue oo

dizcration, oo purehase Op o an addilicns] shirez of #s commar: sk a8 Oxed :
purelase price of aer share vn che same geesal fenms wnd condidions 2s as ,
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WM Y AYZA S
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applizahle iy the othey prshasarz of the stock, Dnivorsily nody exercise il nolion G nrehase
all ot patl of the cpfionzd shares, by giving Liseuses §0 days wiilen owiice, speuiling the
Atnber of sharss that iU wisbes wo parchese oo the popased date of purchiase,

T TEIO] AND TERRMMATION

Tl The ferst al'this Agreement is [rom the TéTectve Tiate (o the complote cnd of e Lo
o foens fo e Malenl REghis hivve nol expirsd re, (8 only Vechralogye Gights aic liconsead
anid o Patenk Riglns arc applicabls, Sra tenn al 15 yeass.

T2 Ay Lme after two yoars thoms the Eftactive Diate, Uliversily Los the ripghl 1 ocrminane
the exelusivily ol this leense inoany natianal pelitical judsdicion in the Lleensed Temitory (0
Licensee, within %0 dwys wfler recciving writtan narice thom Univesily of intended
termizaliom of exclusivily, Gils toopreside writien svidones satisfactony e Uaiversivy thil
Liceimsee vr its sublicemsees hiave connnereialized or anc astively ancolpliog L commercis e
a lizansed inventinn in sueh jutlsdiedinn(s),

T3 At any i atver tuee vears oo Uee EMeelive D Loiveesity bas the vighe t
tenwinanz dlis eanss b oy noticasl politival jocisdistive tn the Lisensed Deeriroey it

T Jecrece, within S0 daws afivr paeciving weitfen nolice from Universily of intended
tensinatioe, fails te proside wicen evidoee salislaclery 2o Universivy that Ticensec or s
subiiconaess bave comescrsialized oz ame cotively alleropling ki commeecinl e f ligenssd
Irwention i sugh frisdictionds],

T4 Tay Gllowiny definiliony apply i Articie 71 (1) "Comrercialize™ meers having Snles
of Lieensed Froduets inosweh jurisdiction; and (i) A ctive atiemprs 10 cotneecs slies™ mogne
hawimg Hules of Licensed Produews o an eftcerive, angoing and active resensch, developmen),
rmannlaeluzing, markeliag or sl program a2 appeapriaes, dircered towvald abieinthy
voeutelery approrval. predecticn or Sales of Ticensed Prodncts i any jurisdictios, aod olns
accuplable w lniversity, al ils sole diseredion, io commaercisdize liccused Doventioons 3=z Lhe
Jurisclictions} Mt Dorve mily meends L Lerminnge.

15 rhig Agroement shall ternsinate satlisr:

a. automarically if Lizenzes becones bepderupt ur inselvenl amlér i7 lhe business of
Lismsee is plaezd in the haods of a tecciven, assiunee o irusles, whether e vnlemtany
et o Vizensee or cthoreise: or

b om0 iy wTitlen nodec fram University F Liscnsce bacaches or deltulls en i
oblizalion o make paymenta G eny are due) o repers, Dy sesvendiznce witk the Lenms
wlArliele 5, wnless, beliong the enet ol the 30-day poriod, Licensas hag remedied the
definudt ur breweh snd we suliZics Lniversing, stating the manpes of the temedy: ar

cooon S0 days” wrilien notice i TAcensee boesches it defae s on ang othes ollipulivn .
necler this Agreeamnt unless, before the end o the spid 30-day period, Licenses has X
tessedicd Al deGault crhreech amd s onowifies Tindvarsity, stcing the maoner ol he :
Leltelyy o
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¢l @ oy e by rouial writlen aprssment hebaeen Tiecrsce and Lniversioy, oo
180 Jdays” writlen stiice o all parlies amd sobjecl ooany terms horzin that susvive
Lermoination: o

e, encder she provisions of Pacaorapbs 7.2 and T3 00 neoked, i
1
T6 TR Agreemont 35 cormingsed for any canses '

u. nudhing herein sheli be construed a= eleazing sithe: paey Eem aey oblivalion
incurred pricr & Lhe eflective dare of the Somination;

b atter che effective dade of Lhe torminution, Tisenser may sell 4il Licensed Mrodocts and
parts thareal 1 i Jws on kund v the dule of lemination. 153% pavs oomed sovaliies
theeeod ascuidang fu Lhe ferms ol Arlicle 5; and

o Licopzes shall be bousd be the provisions of Anieles 11 fndemnification), 12 (Use of
LIdrarsity and Conponeat’s Kune) and 23 (Con hdeatio]l mlrmation) of s
Aprzzmest,

B IWPRELNGEMUNT 3Y THIED PARTIES

Bl Livemser, alits eaperse, shall eafiee ay patent sxcluzively ticcrscd hersunder apains

inlringement hy third pariies, ued # 5 enritled fo rotain soeovoy fiven soch colessement.

Liwenape shall pay Thniversily o rovalty omoony monctary reeovery e mauctacy cooovery s :
for damages oF a masonoble rovally i Beuo fheeof, IF Licensss docs not file solt againslu i
subsrantiak infringer of 1 patetl witkin six monlha of knpwledge ficreot then Universily 1niy .
cntoirgs any patent licanzed hereuader oo bebwll of el Cand 1Livengee, University wotabzing a2l

reenveries from sneh anfrcerient fudser radueing Jie Lvense pranled keoeonder Lo non-

cuCtusive.

A2 Tnany infringzmant seit or Gisputs, U paclics agces wocoupecate lly wil eack atha
AF thg Toquest and cxpanse of the paity bringlae s, the elther pary sho!l et geccss oo all
vzlovant persommel, recards, papars, Wltichalion, sunples, specimens, ele., during repular
Fuiziness howry.

8. ARSIORNMENT

Lxcepl invuhoeeticn with the zule af schalantially all of | jecisce’s 385005 00 & thind parly, this
Agroctnen meiy sl be wszigned by Tivenses wilho e price writen senzang of Leioersity.
whish shatl ot bo chreazanabls withazld.

T, PATHIT WARKING

Licenses shoil permnnenély pnd leaibly mark all prodests aed decemanlalion manafactred o

senlel by it omeler this Agtreamnont w3l sueh a parcidl nctice vs nig e perritled or requined
utier Title 35, TTniled Siancz Cede.
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I INLERMMNIFNCATION I

Lizcneee aprees L hidd hammlzes and indeinify Taiversity, s Regents, Fflicers, smployess
Awd agcols Jom und ageinst oy claisg, dewands o cacsce of actioz whatsoerver, ingluding '
withoud lunilaticn Lhises arizing an acerank of any iidacy or deaids o persacns or damage to i
property catwal Ty, or arksing rul of, orresnlting from. e cxetalse or practios of Lhe Sioense
gramed herunder iy Ticenses, s AT Tates o thaiy officers, cinployees, agents or
T[_'pl'(!.ﬂ.'pl'l:ﬂ"..'i‘r'l.":‘_:,

2. TIREQF UNIVERSITY AND COMIMHENT S MATWH

Liuenszs may not uas the name of Unlesrity withuol express wTiten consck,

13, COMWFTDEMTEAL IMFORMATION AND PURLICATION

131 Ufrecsity and Lioeniser sech agrmee tat all infometion ecmoioed i doeements macked
“eonfidentad 2nd lorwarded Lo one by che ncher 0 zhall Te received in stricl conridenes,

{if) slual] ke wsed only o e purposes of this Aprecmcet and {10 shall wel e disshsed [
the peaipient paity, ils aziis or emploorees wilhonk the pricr mefeas cogsenl wl’the olher
LTy, Gl ie Ui eslent thit Lee Tevipsenl ey san cgfallish compeical writlen prosf
augh Inlormnation:

a. wakin the puhlic domain ar e Time of disclowars;

b. lzter hecume pataf G o bliz dessaln fieoup? no sl vramission of the roci piett
parly, 3 emaployees, goents, succcssors or assleos;

¢ was lawtilly dizelosed nihc veciolent pacty by a thind pacty Teving the right &
diselose it

d- was alvzady koo by the reciplens sarky ot the fime of disciosuee:

2, waz ndepamicnily develuped by the recipicn;

iz requircd, by Law o megulalion, W be diselosed,
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APPENDIX Il
CHECKLIST: MATTERS FOR CONSIDERATION IN A LICENCE AGREEMENT

MATTERS QUESTIONS FOR CONSIDERATION

A) PARTIES e Who are the parties entering into the licence agreement?

¢ Are their details (i.e. full names, registered office addresses
and company registration numbers) complete?

B) SCOPE OF LICENCE

a) Subject matter e What exactly is being licensed?

o What types of IP rights are being licensed and what
specific rights are granted?

e What can the licensee do or cannot do with these rights?

b) Field of use e Is the licence restricted to one particular field or does it
apply to more?

o Are the fields of use clearly specified?

c) Exclusivity e [s the licence exclusive, non-exclusive or sole?
d) Territory e Is the geographical territory of the licence clearly indicated?
e) Improvements e Who will own the IP arising from any improvement or new

development?

f) Sub-licensing e Is the licensee given sub-licensing rights? If so, what are
the terms and conditions?
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C) ASSIGNMENT e Is the licensee permitted to assign the licence to a third
party? If so, is there any condition attached?
D) MINIMUM o What are the minimum performance obligations of the
PERFORMANCE licensee? Are they clearly specified?

E) OBLIGATIONS OF THE
PARTIES

a) Licensor

b) Licensee

What are the obligations of the licensor? Are the same
clearly specified?

What are the obligations of the licensee? Are the same
clearly specified?

F) INFRINGEMENT

Who will be responsible for initiating any action in the event
of an infringement?

Who will incur the expenses for such action?

G) CONFIDENTIALITY

What are the obligations of the licensor pertaining to
confidentiality of information?

What type of information is to be kept confidential and what
is the duration for the same?

H) FINANCIAL
CONSIDERATIONS

What is the amount and mode of payment?

Will it be a lump sum payment or will there also be
recurring payments in the form of royalties? If so, what will
be the royalty rate and how will it be calculated? When will
the royalty payment start?

Is there any minimum payment?
In which currency will the payments be made?

What about late payments? Will there be an interest
charged on late payments? If so, how much?

Is the licensee required to keep an account of its sales?

Does the licensor have the right to audit the licensee's
accounts?

I) TERM

What is the term or duration of the licence? Is it clearly
stipulated?
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J) TERMINATION e s there a clear termination clause in the agreement?
e Are the conditions for termination clearly stipulated?

e Are there any provisions which survive termination?

K) WARRANTIES o Will the licensor give any warranty? If so, what will the
same be?
L) GOVERNING LAW e Which country’s law governs the licence agreement? Is it
clearly specified?
M) DISPUTE e Are the mechanisms for any dispute settlement between
SETTLEMENT the parties clearly stipulated?
N) OTHER e Are the definitions of key terms included in the agreement?

CONSIDERATIONS

¢ Who are the designated contact persons for each party?
Are their details (i.e. full names and official addresses)
complete?

Note: This checklist is merely intended as a guide and is by no means exhaustive.
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CONTACT
For further information or clarification, please contact:

The Vice President

Facilitation, Client Support Services Division
Malaysian Biotechnology Corporation Sdn Bhd
Level 20 Menara Atlan

161B Jalan Ampang

50450 Kuala Lumpur

T: 032116 5588
F: 03 2116 5528
E: info@biotechcorp.com.my
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Disclaimer:

This IP Booklet is intended as an overview and a basic information guide only. The information
contained herein does not constitute legal or professional advice. While every effort has been
made to ensure the information contained herein is correct as at the date of publication, the
Malaysian Biotechnology Corporation makes no guarantee to the accuracy or completeness of
any information contained herein; and assumes no liability or responsibility whatsoever for any
error, omission, consequence, damage, cost and/or loss arising from the reliance or the use of
the same. The Malaysian Biotechnology Corporation hereby disclaims all liability in respect of
the information provided herein.
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